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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1,1 36(a). In no event, however, may a reply be timely filed 
aftpr SIX (6) MONTHS from the mailing date of this communication. 

- ff the period for reply speeded above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If HO period forSy?sS<ri above, the maximum statute^ period will apply and will expire SIX (6) ^JHf ^ communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDON ED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )□ Responsive to communication(s) filed on . 

2a)Q This action is FINAL. 2b)|El This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |El Claim(s) 1 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [>3 Claim(s) 1 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) IE! The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 1 19 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 
2.Q Certified copies of the priority documents have been received in Application No 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) [X] Notice of References Cited (PTO-892) 

2) D Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 000 



Application/Control Number: 10/653,037 



Art Unit: 1623 



Page 2 



DETAILED ACTION 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(f) or (g) prior 
art under 35 U.S.C. 103(a). 

Specification 

Reference to Parent for Continuation status 

It is noted that this application appears to claim subject matter disclosed in prior 
copending application Serial No. 09/366,065, now U.S. Patent 6,61 3,898. A reference 
to the prior application must be inserted as the first sentence of the specification of this 
application if applicant intends to rely on the filing date of the prior application under 35 
U.S.C. § 120. See 37 C.F.R. § 1 .78(a). A statement reading "This is a Continuation of 
application Serial No. 09/366,065 filed 8/02/1999 should be entered following the title of 
the invention or as the first sentence of the specification. Also, the present status of all 
parent applications should be included. 
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Claim Rejections - 35 USC S 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

Claim 1 is rejected under 35 U.S.C. § 102(b) as being anticipated by Borden et 
al., U.S. Patent No. 5,601,863. 

Claim 1 is drawn to a method for reducing a mixture of a plurality of malto- 
oligosaccharide species to a DE of essentially zero, comprising catalytically 
hydrogenating said mixture of malto-oligosaccharide species under hydrogenation 
conditions suitable to substantially preserve the DP profile of said mixture. 

Borden teaches the catalytic hydrogenation of malto-oligosaccharide species, DP 
ranging from 4 to 52 (1 ,500 to 18,000 m.w. - col. 2, lines 23-30 and claim 5) using 
Raney nickel catalyst under conditions of 20° C to 200° C with the pressure ranging 
from 50 psi to about 3000 psi (col. 3 - col.4) and pH 3 to 9. Borden teaches that the 
hydrogenation is carried out until there are substantially no reducing glucose syrups, 
less than 1 % by weight, which inherently anticipates a DE value of essentially zero. 

Borden teaches that the hydrogenation is carried out until there are substantially no 
reducing glucose syrups because the presence of reducing glucose syrups in malto- 
oligosaccharides can result in undesirable properties such as dark color, bitter taste and 
undesirable reactivity with amines. 
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Howard V. Owens 
Patent Examiner 
Art Unit 1623 




Samuel Bails 

Primary Patent Examiner 

Technology Center 1600 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Howard Owens whose telephone number is (571) 272-0658 . The 
examiner can normally be reached on Mon.-Fri. from 8:30 a.m. to 5 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the Supervisory Patent 
Examiner signing this action, James O. Wilson can be reached on (571) 272 - 0661. 



